IDec 07 t)6 04:42p NIXON PEABODY 



Nixon Peabody LLP 

Attorneys at Law 

100 Summer Street 
Boston, MA 02110-2131 
(617)345-1000 

Fax: (617) 345-1300 



RECEIVED 
CENTRAL FAX CENTER 

DEC 0 7 2006 



18667410075 



P.1 



PRIVILEGE AND CONFIDENTLALITY NOTICE 

The information in this fax is i mended for the named 
rccipienis only. It contains privileged and confidential matter. 
If you have received this fax in error, please notify us 
immediately by a collect telephone call to (617) 345-1000 and 
reain» the original to tlie sender by mail. We will reimburse 
you for postage. Do noc disclose the contents to anyone. 
ITiank you. 



FAX 



To: 


Company I Fax #: 


Telephone #: 


US PTO 


United States Patent and j 1 -57 1 -273-8300 
Trademark Office 





INVKRNA riONAL J»KONE NLMBtKS WVST [NCLVOH COLN TKY St CITY CODE. Sl£l£ LOCAL WHiTb VAOiiS FOl< COl>ES NtEDr.D. 



From: David S. Rcsnick 

Canciacc Summer ford 



Date: December 7, 2006 



I No. of Pages: ^ 
I (tncltding this page) <P 



Atty* Docket No.700355-053462 PATENT 

IN THE UNITED STATES PATENT AND TRADENf ARK OFFICE 



Applicant: 
Serial No.: 
Filed: 
For; 



David Kaplan ec al. Examinen 
10/541,182 Group: 
June 14. 2006 

SILK FIBROIN MATERIALS AND USE THEREOF 



Not Yet Assigned 

3926 



CERTIFICATE OF MAILING/FACSIMILE 



[ hereby ccrtiTy that the following papers arc being facsimile transmitted to the Patent and Trademark Office a: [571) 27.^-830(1 on the date shown 
below: 

1 . Certificate of Facsimile Transmission (I pg); 

2. Request for Corrected Filing Receipt - 1^0 Mistake (1 pg.); 

3. Copy of front page of WO 2004.'062697 A2 ( I pg.); 

4. Copy of Filing Receipt widi noted changes ( j pgs.); 

5. Fax Cover Sheet (I pgj; and 

6. Transmittal Fomi(l pg,) 



2006 



Stephanie M. Mannino 
'Signature ' ' 



Original nf the Iran&niitKx) document will be- sc-nt by: 
o I'irsi Ctjss M;*.iJ o Ovcmighi W.\x\\ o Hand Delivery o This tiiaiisniission will Ik Ihc only lonii o:*dcUvci-y ul' this <k>LHlm^:^i 

IF YOU DO NOT RECEIVE ALL OF THESE PAGES, PLEASE CONTACT THE FAX OPERATOR AS SOON 
AS POSSIBLE AT: (617)345-1300. THANK YOU. 



C ONFIRVIAXrON: OATP. SHNT 



TIME 



BY 



INTEROFFICE TO: 



i-.»:i.s2:'j.i 



o Aihany o Doston o litiflulis o Gcrdcn C'ily o liunlufil 

o New Ytvk Chy o l»K>vidcncc o Ko::hcsu:r i> Wjshingion (N) :) VVashiiiiiioii (P> 



o Ma' 'Chester 
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DEC 0 7 2008 



Atty. Docket No. 700355-053462 PATENT 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant: 
Serial No.: 
Filed: 
For: 



David Kaplan et al. Examiner: 
10/541,182 Group: 
June 14,2006 

SILK HBROIN MATERIALS AND USE THEREOF 



Not Yet Assigned 
3926 



MAIL STOP ^USSING PARTS Facsimile 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

CERTIFICATION OF FACSIMILE TRANSMISSION 

1 hereby certify that the following papers are being facsimile transmitted to the Patent 
and Trademark Office al (571) 273-8300 on the date shown below: 

1. Fax Cover Sheet (1 pg.); 

2. Request for CoiTected Filing Receipt (1 pg.); 

3. Copy of Cover Page of WO 2004/062697 A2 (I pg.); 

4. Copy of Filing Receipt with noted changes {3 pgs.); and 

5. Transmittal Form (I pg.) 



Signature * i 



^.Ignature 

Date: VfTflmtPr^ ,2006 

Stephanie M. Mannino 



{lype or print name of person certifying) 



ii>:).<35i.i 
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RECEIVED 
CENTRAL FAX CeNTER 

DEC 0 7 



TRANSMITTAL 
FORM 

(tG bi' u.serl/br aft convsj9owfcr;cv qftcr inftiaf fiiing) 


Application Nunibt^r 


10/541,182 


Filfii^ Da.c 


June 14. 2006 


l-irst NarroJ Invxnuv 


David Kaplan et a1. 






Group An Unit 


3926 






Examiner Niinic 


Not Yet Assigned 


Ttv.al Number of Pages in This Submission 




Aiuirncy Uockci Nunibcr 


700355-053462 



ENCLOSURES (check aU that apply) 



n Fee Ti-ansmillal I 'orni 

□ Tec Atl^thcd 
n AmcncreL-m / Reply 

O Aner Final 

n Al11davii5/dvX:aratiun^s) 
Q lixtcnsion ofTinx: Rcqucsi 

□ 

Q Intormjtion Discliisun: Siattrnritim 

n Ccrtillod Oipy of P-ioiity 
:)ncuniein(s) 

O Rcspcui sc to M i "is in 3 Paris.' 
Incoirplcic Applicaliun 

n Response to Missing Parts 
nndL'r37CFR U2 or 1.53 



Assigniiicr.i Papers 
{fof flit Apf?lirfu/on) 

n Drawiny(s> 

n Declaration and Posvcr of Attorney 

□ Licensing-rclatod I'apcrs 

□ Pciiiton 

O Petition to Convert lo a Provisional 
AppHcalion 

Po wvr o f A I torn qy , f I ev iic ali on 
Change ol CunvsponJencc Addres;; 

Tcnintnal Disclaimer 
O Request ror Rcl'und 
Q CD. Number orCD(s) 



D After Allowance Communicaiion to Cmap 

Appeal Conmunication 10 Board of 
Appeals and Interferences 

O Appeal ConimiinicQlinr. 10 Ciroup 
( Aiipval Nuactf. l\- ief. Rvply DricI) 

O Piopriciary Infornialiun 

□ Staljs Ltftier 

O Application Data Shi!Ci 

Rcijiicst Tor Corrected Hiling Receipt with 
Rnclosurvs 

n A sell-udilrcssed prepaid postcard tor 
aeknnwlctiging rvccipl 

lEI O Jier Enclosurc(s) (jilease identijy twio v): 

Ccnillcuteorpacsimilo. Fax Cover Sheet. 
Copy of Cover Sheet of WO 2004/002697 A2 



Remarks 



El 



J *lhc Commissioner is huiehy eulhorixed to chai-gc any additional fees 
nx|Liircd or cucdit any overpayments lo Deposit AceiHint No. IO-238C fortlw 
j|>ovc idcntiTicd docket niimhcr. 



Firm 
or 

Individual raiTW 


NIXON PEABODY LLP 
100 Summer Street y-v 

Boston. 021 10-2 13 J ) /j ^ -^^ 


Signature 


r . M — ^(A I J] 


David S. Resnick (Reg. No. 34,235) / Candace M. SumiTierford (Reg. No. 58,109) 


Date 





CERTIFICATE OF MAILING OR TRANSMISSION [37 CFR L8(a)] 
I .hereby certify tliat this correspondence is being: 

□ deposited with the United States Postal Service on the date shown below with sufficient postage as first 
class mail in an envelope addressed to: Mail Stop RCE, Commissioner for Patents. P. O. Box 1450, 
Alexandria, YA 22313-1450 

(H transmitted by facsimile on the dale shown below to the United States Patent and Trademark OUke at 
(571)273-8300. 

Date Sigltalure ^ 

Stephanie .M. Mannino 

Typed or primed name 
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RECEIVED 
CENTRAL FAX CENTER 

DEC 0 7 2006 

Practitioner's Docket No. 700355-053462 PATENT 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re application of: David Kaplan et aK 

Confirmation No.: 6154 

Application No.: 1 0/54 M 82 Group No.: 3926 

Filed: June 14, 2006 Examiner: To be assigned 

For: SILK FIBROIN MATERIALS AND USE THEREOF 

MAIL STOP MISSING PARTS 
Commissioner tor Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

REQUEST FOR COEtRECTED FILING RECEIPT - PTO ERROR 

1 . Attached is a copy of the official filing receipt received from the PTO in the above application for 
which issuance of a corrected filing receipt is respectfully requested. 

2. There are errors with respect to the following, which are incoiTCCtly entered. 

Error in Correct data 

1) Title of the Application i.) SILK FIBROIN MATERIALS AND USE 

THEREOF 

ii) Assignment For Published Patent Application - ii.) "Tufts University, Medford, MA" should 
MIT IS the only Assignee listed also be added 



Applicants* attach hereto a copy of the filing receipt with corrections marked. 

3. Applicants note that the con-ect infomiation for both the Title of the Application and the Assignment 
for Published Patent Application were both coirect when tiling tine PCT application (cover sheet of 
WO 2004/062697 A2 enclosed herewith). Both are also correct on the Application Data Sheet when 
the National Phase Entry was tiled. . 

4. Applicants do not believe any fees are associated with this submission. Authorization to charge fee 
deficiencies and credit overpayment to the NIXON PEABODY LLP Deposit Account No. 50-0850 is 
given in the event that .Applicants are mistaken. 



Date: DeaSDn^ci^OTt? 

David S. Resnick (Reg. No,: 34.235) 
CandaceM. Summerford (Reg. No. 58,109) 
NIXON PEABODY LLP 
100 Summer Street 
Boston, MA 021 10-2131 
Tel. No.: 617-345-6057 




J 02 1 5 1. <3. 1 
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G 

(12) INTERNATIONAL APPUCATJON PUBLISHKI) UNDER THE PATENT COOPERATION TREAT\' (PCT) 

(19) World IntcDcclual Property 
Orgunizalion 
Iniemauonal Bureau 

(43.) Iniemational Pohlicalion Dale 
29 July 2004 (29.07.2004) 




PCT 



imn 

(10> International Publicalion Number 

WO 2004/062697 A2 



<S1) IiitcniaiUonaJ Patent ClassiGcanoji'': 



A61L 



f21) Jnternatlojial Applicalion Number: 

PCTA;S2004/000253 
(22) imcrnaljcaafFUingDatc: 7 January 2004 (07.01 .2004* 
(25) FUing Language: English 
(2^ PnbDcaUon Language: English 
(50) PrJorily Data: 

6eV438393 7 January 2003 (07.0 1 .2003) US 

(71) Applicants (for ali designated States except US)i TUFTS 
UNIVERSITY rUS/USl; BailoQ Hall, Medford, MA 
02155 <USy MASSACHUSETTS INSTITUTE OF 
TECHNOLOGY [US^JS); 77 Massachuseccs Avenue, 
Cambrid^, MA 02139 (US). 

(72) Inventors; and 

(75) lovcntors/Appllcanls (for US oniy}i KAPLAN, David^ 



L. fUSAJS); 46 Pond Sireet, Concoid, MA OI74-> (US). 
NAZA ROY, Rina |USAJS); 24 Princeton Su^cl, Medfoid 
MA 02155 (US). VUNJAK.NOVAKOVic Gordam' 
(USAJSl; 305 Fiumaarice Circle. Belmoni, MA 0^478 
(US). MEINEU Loreia fDE/CHJ; Kasianiensirassc 6. 
34266 Niesieial (DB). 

(74) Agenls; RESNICK, David«S. ei aL; Nixon Pcabody LLP, 
101 Fcderar Sireel, Boston, MA 021 10 (US). 

(Siy Designated SLaCis (uniess otherwise intlicaied. for every 
kind of national pmteaion availableji AE, AG, AL, AM 
AT, AU, AZ BA, BE, BG, BR. B W, BY. B2. CA. CH CN* 
CO. CR, CU. C3. DE, DK, DM. D2. EC EE, EG, ES, Ft' 
GB. OD. GB. GH, GM. HR. HU, ID. CL, IN, IS. JP KB 
KG. KP. KR, KZ. LC. LK, LR, LS. LT. LU. LV. Ma/md' 
MG, MK, MN, MW, MX. MZ. NA. Nl, NO, NZ, OM Pg' 
PH. PL PT. RO. RU. SC. SD. SB, SG. SK. SU S Y. TJ TM* 
TN, TR. IT. TZ. UA. UG, US, UZ, VC. VN. YU, ZA,' ZM,' 

zw. 

{Commixed on next page J 



= f54) Title: SILK FIBROIN MATERIALS AND USE THEREOF 



OSSBVIWO 

aumBfioiii 



NO 



lUOIflB 

^^^g — — ^ — r~2 P !!a5 g 

conoBw WVJI^ mm 5-15*0 




if 



SU 

sounaiKijmi 

MnFUWIttl 



■ EnjBlflilU 



1 



Had I 



srainjTioia 
nan 




C57> Abstract: The present invention 
provides processes for producing pomus 
silk fibroin scaffold material. The porous 
silk fibroin scaffold can be used for dssQe 
engineering. The porosity of the silk fibroin 
scaffolds described herein can be adjusted 
as to raimtc ihe gradient of densities found 
in natural tissue. Accordingiy. methods for 
engineering of 3-dimcnsional tissue, e.g. bone 
and canilage, using the alk Hbioin scaffold 
tnateriai are also provided. 
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United States FkrEhrr and TttAPEMARK Office 



UNmZft STATES DBPABTMENT OF COMMSaCB 
Unfoad StatM Pateitt ai&d Tmilcixiatk Ofltee 
,:C0MMI83EG(KBA POR PATENTS 
• U50 

I 22313.1450 



APPL NO. 


FILING OR 371 
(C) DATE 


1 ART UNIT 


FIL FEE RECD | 


ATTY.DOCKET NO 


DRAWINGS 1 TOT CLM5 


INDCLM5 


10/541, 18a, 


06/UI200B 


3926 


740 


700355-053462 


16 39 


1 



50828 

DAVID S. RESNICK 
100 SUMMER STREET 
NIXON PEABODY LLP 
BOSTON. MA 02110-2131 



RECEIVED 

I SEP 0 5 2006 



CONFIRRflATION NO. 6154 
FILING RECEIPT 



*OC000a0QQ20220880* 



Date Mailed: 08/29/2006 



Receipt is acknowledged of ttiis regular Patent Application. It wiH be considered in its order and you will be 
notified as lo the results of the examination. Be sure to provide the U.S. APPLICATION NUMBER. FILING DATE, 
NAME OF APPLICANT, and TITLE OF INVENTION when inquiring about this application. Fees transmitted by 
check or draft are subject to collection. Please verily the accuracy of the data presented on this receipt If an 
error is noted on this Filing Receipt^ please mail to the Gommlsstoner for Patents P.O. Box 1450 
Alexandria Va 22313-1450. Please provide a copy of this Filing Receipt mth the changes noted thereon, if 
you received a "Notice to File Missing Parts'' for this application^ please submit any corrections to this 
Filing Receipt with your reply to the Notice. When the USPTO processes the reply to the Notice, the 
USPTO will generate another Filing Receipt incorporating the requested corrections (If appropriate). 



Appllcant(8) 



T 



David L Kaplan. Concord, MA^/ ^^y^ 
Rina Nazarov, Medfbrd, MA; ^ 
Gordana Vunjak-Novakovic, Belmont, WKy^-^ 
Lorenz Melnel Niestetal, GERMANY; ✓ 



Assignment For Published Patent Application 

Massachusetts Institute of Technc 

Power of Attorney: The patent practitioners associated with Customer Number 50828- 



inqkjgy. Cambridge, MA 



Domestic Priority data as claimed by applicant 

This application Is a 371 of PCTAJS04/00256 01/07/2Q04 ^' 
which claims benefit of 60/438.393 01/07/2003 v/' 

Foreign Applications 

If Required, Foreign Filing License Granted: 08/28/2006 

The country code and number of your priority application, to be used for filing abroad under the Paris 
Convention, is US1 0/541 ,1 82 



Projected Publication Date: 12/07/2006 
Non-Publication Request: No 
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Earty Publication Request: No 
SMALL ENTITY** 



Title 

Clcotro3pu > wto p mQooutinil rnmpriK i t i nns 

s\\vi nbro\^ iTiOL-HcfiaVs and Use "T^creo^ 

Preliminary Class 
348 

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES 



Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no 
effect in a foreign country, an inventor who wishes patent protectior in another country must apply for a patent in 
a specific country or in regional patent offices. Applicants may wish to consider the filing of an International 
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same 
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the 
filing of patent applications on the same invention in member countries, but does not result in a grant of "an 
international patent" and does not eliminate the need of applicants to file additional documents and fees in 
countries where patent protection is desired. 

Almost every country has Its own patent law, and a person desiring a patent in a particular country must make an 
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ 
in various respects from the patent law of the United States, applicants are advised to seek guidance from 
specific foreign countries to ensure that patent rights are not lost prematurely. 

Applicants also are advised that In the case of inventions made in the United States, the Director of the USPTO 
must issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent 
application serves as a request for a foreign filing license. The application's filing receipt contains further 
tfifomiation and guidance as to the status of applicant's license for foreign filing. 

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the 
section entitled 'Treaties and Foreign Patents") for more Infdmtation on timeframes and deadlines for filing foreign 
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199. or it 
can be viewed on the USPTO website at http://www.uspto.gov/web/offioes/pac^doc/general/index.html. 

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may 
wish to consult the U.S. Government website, htlp:/>Www.stopfekes.gov. Part of a Deparbment of Commerce 
Initiative, this website includes self-help 'toolkits" giving innovators guidance on how to protect intellectual 
property in specific countries such as China, Korea and Mexico. For questions regarding patent enforcement 
Issues, applicants may call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158). 



UCENSE FOR FOREIGN FILING UNDER 
Title 35, United States Code, Section 184 
Title 37, Code of Federal Regulations, 5.11 & 5.15 

GRANTED 

The applicant has beer granted a license under 36 U.S.C. 184. if the phrase "IF REQUIRED. FOREIGN FILING 
LICENSE GRANTED" followed by a date appears on this fomn. Such licenses are issued in all applications where 
the oonditlons for Issuance of a license have been met, regardless of whether or not a license may t>e required as 
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier 
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The 
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date indicated is the effective date of the license, unless an earlier license of similar scope has been granted 
under 37 CFR 5.13or 5.14. 

This license is to be retained by the licensee and may be used at any time on or after the effecBve date thereof 
unless it is revoked. This license Is automatically transferred to any related applicatlons(s} filed under 37 CFR 
1 .53(d). This license is not retroactive. 

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject 
matter as Imposed by any Government contract or the provisions of existing laws relating to espionage and the 
national security or the export of technical data. Licensees should apprise themselves of current regulations 
especially with respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, 
Department of State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of 
Industry and Security, Department of Commence (15 CFR parts 730-774); the Office of Foreign Assets Control. 
Department of Treasury (31 CFR Parts 500+) and the Department of Energy. 

NOT GRANTED 

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED. FOREIGN FILING 
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 
5.12. if a license is desired before the expiration of 6 months from the fiOng date of the application. If 6 months 
has lapsed from the filing date of this application and the licensee has not reoetved any indication of a secrecy 
order under 35 U.S,C. 181 , the licensee may foreign file the application pursuant to 37 CFR 5.1 5(b). 
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